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Federal Agencies May Not Challenge Patents in AIA Post-Issuance
Proceedings

The Supreme Court ruled in Return Mail that a federal agency is not a "person" who may
challenge an issued patent in inter partes review, post-grant review, or CBM review
under the AIA.

In its 6-3 decision in Return Mail, Inc. v. United States Postal Service, issued on June 10, 2019,
the U.S. Supreme Court ruled that a federal agency is not a "person" who may challenge a
patent in post-issuance proceedings at the Patent Office under the Leahy-Smith America
Invents Act ("AIA"). This decision reinforces the Court's longstanding precedent that a statutory
"person" is presumed to exclude the sovereign absent "some affirmative showing of statutory
intent to the contrary."

The AIA created three types of adjudicatory proceedings for the Patent Office to review an
already-issued patent: inter partes review ("IPR"), post-grant review ("PGR"), and covered-
business-method review ("CBM review"). The AIA provides that a "person" who is not the
patent owner may challenge that patent in those proceedings. While the patent statute does
not define the word "person," the Dictionary Act—which appears at the beginning of the U.S.
Code and provides rules for "determining the meaning of any Act of Congress, unless the
context indicates otherwise"—defines "person" as including "corporations, companies,
associations, firms, partnerships, societies, and joint stock companies, as well as individuals."
That definition does not include sovereign governments, however.

The U.S. Postal Service obtained CBM review of Return Mail's patent. The Patent Trial and
Appeal Board cancelled the challenged claims. A divided Federal Circuit affirmed, holding that
the government is a "person" eligible to seek CBM review.

The Supreme Court reversed. Applying the presumption that the government is not a "person”
absent an affirmative, contrary statutory indication, the Court found that "[n]one" of the Postal
Service's arguments against that presumption "deliver[ed]" (pun obviously intended), because
there is "no clear trend" in the patent statute whether the term "person" includes or excludes
the government.

The majority opinion, authored by Justice Sotomayor and joined by the Chief Justice and
Justices Thomas, Alito, Gorsuch, and Kavanaugh, also relied on an argument advanced in Jones
Day's amicus brief for the CATO Institute and Professor Gregory Dolin—that it would be
"awkward" to force "a civilian patent owner (such as Return Mail)" to defend a claim pressed by
one federal agency, for adjudication before a second federal agency.

David B. Cochran
Cleveland

Gregory A. Castanias
Washington



https://www.jonesday.com/gcastanias
https://www.jonesday.com/dcochran

Jennifer L. Swize Jihong Lou
Washington . Washington

SUBSCRIBE SUBSCRIBE TO RSS B B Yy ™ &

Jones Day is a global law firm with more than 2,500 lawyers on five continents. One Firm Worldwide®

Disclaimer: Jones Day's publications should not be construed as legal advice on any specific facts or circumstances. The contents are intended for
general information purposes only and may not be quoted or referred to in any other publication or proceeding without the prior written consent of
the Firm, to be given or withheld at our discretion. To request reprint permission for any of our publications, please use our "Contact Us" form,
which can be found on our website at www.jonesday.com. The mailing of this publication is not intended to create, and receipt of it does not
constitute, an attorney-client relationship. The views set forth herein are the personal views of the authors and do not necessarily reflect those of
the Firm.

© 2019 Jones Day
North Point, 901 Lakeside Avenue, Cleveland, Ohio 44114-1190
www.jonesday.com



https://www.jonesday.com/jswize
https://www.jonesday.com/jlou
https://jonesday-ecommunications.com/5/69/landing-pages/preference.asp
http://www.jonesday.com/newsknowledge/rss.aspx
http://www.jonesday.com/

