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Burden of Proving Unpatentability of Amended Claims Placed on IPR
Petitioners

In an en banc decision, the Federal Circuit in Aqua Products, Inc. v. Matal addressed the question of who
bears the burden of proving that claims amended during inter partes review ("IPR") proceedings are or
are not patentable. The sprawling, 148-page decision, including five separate opinions, held that the
petitioner bears the burden of persuasion concerning the patentability of such amended claims. The 11-
judge en banc panel produced no majority opinion, so the "judgment is narrow." Nonetheless, the court's
holding that patent owners no longer bear the burden of persuading the Patent Trial and Appeal Board
("PTAB") that their amended claims are patentable is significant: To date, the PTAB has been reluctant to
grant motions to amend, and the shifted burden is expected to make it easier for patent owners to
amend claims. Patent owners engaged in pending IPRs may benefit from the decision, as the PTAB must
now follow the new practice set forth by the court.

Six judges, spanning three opinions, believe the Patent Act does not clearly address who bears the
burden of persuading (meaning "proving," in this context) the PTAB that claims amended during IPR
proceedings are or are not patentable. Seven judges, spanning four opinions, believe the Patent Office
did not do enough to merit deference on the question of the burden of persuasion. These seven judges
believe that the burden of persuasion should be placed on the petitioner.

What little was decided in Aqua Products could change in the future. First, the highly fractured opinion
could encourage the U.S. Supreme Court to review the case. Second, the court left open the possibility
that the Patent Office could place the burden of persuasion on the patent owner if the Patent Office
engages in proper notice and comment rulemaking and the result is consistent with the statute.

CONTACTS

Gregory A. Castanias
Washington

.'.3
-5
¥

Sasha Mayergoyz
Chicago

Daniel Kazhdan
Washington

Joshua R. Nightingale
Pittsburgh

SUBSCRIBE SUBSCRIBE TO RSS B B ¥ B ™ =

Jones Day is a legal institution with more than 2,500 lawyers on five continents. We are One Firm Worldwides™,

Disclaimer: Jones Day publications should not be construed as legal advice on any specific facts or circumstances. The contents are intended for
general information purposes only and may not be quoted or referred to in any other publication or proceeding without the prior written consent of
the Firm, to be given or withheld at our discretion. To request reprint permission for any of our publications, please use our "Contact Us" form,
which can be found on our website at www.jonesday.com. The mailing of this publication is not intended to create, and receipt of it does not
constitute, an attorney-client relationship. The views set forth herein are the personal views of the authors and do not necessarily reflect those of
the Firm.

© 2017 Jones Day. All rights reserved. 51 Louisiana Avenue, N.W., Washington D.C. 20001-2113



http://www.jonesday.com/gcastanias
http://www.jonesday.com/smayergoyz
http://www.jonesday.com/jrnightingale
http://www.jonesday.com/dkazhdan
https://jonesday-ecommunications.com/5/69/landing-pages/preference.asp
http://www.jonesday.com/newsknowledge/rss.aspx
https://jonesday.vuture.net/API/Print/Preview/Screen?url=https%3a%2f%2fjonesday-ecommunications.com%2f234%2f1556%2fcompose-email%2fburden-of-proving-unpatentability-.asp%3fwidth%3d1024#
https://jonesday-ecommunications.com/5/69/landing-pages/forward-to-a-friend.asp
https://jonesday-ecommunications.com/5/69/landing-pages/unsubscribe.asp
https://jonesday-ecommunications.com/5/69/landing-pages/preference.asp

