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matter.” The court then stated, “[w]e do not read Alice 

to broadly hold that all improvements in computer-

related technology are inherently abstract” and noted 

that software can “make non-abstract improvements 

to computer technology just as hardware improve-

ments can” under Alice.

In the USPTO Memo, the Deputy Commissioner for 

Patent Examination Policy, Robert W. Bahr, summa-

rizes the Federal Circuit’s analysis under Step 2A in 

the Enfish decision and notes that the subject mat-

ter eligibility examination instructions, as set out in 

the 2014 Interim Eligibility Guidance, July 2015 Update, 

and May 4, 2016 memorandum to examiners,5 are con-

sistent with this analysis. 

The Deputy Commissioner then states:

[A]n examiner may determine that a claim 

directed to improvements in computer-related 

technology is not directed to an abstract idea 

under Step 2A of the subject matter eligibility 

examination guidelines (and is thus patent eli-

gible), without the need to analyze the addi-

tional elements under Step 2B. In particular, a 

In its continuing efforts to provide guidance regard-

ing subject matter eligibility under 35 U.S.C. § 101, the 

United States Patent and Trademark Office (“USPTO”) 

sent a Memorandum on May 19, 2016 (“USPTO Memo“), 

to the Patent Examining Corps regarding  the recent 

subject matter eligibility decisions in Enfish, LLC 

v. Microsoft Corp.1 and TLI Communication LLC v. 

A.V. Automotive, LLC,2 by the United States Court of 

Appeals by the Federal Circuit.

In Enfish, the Federal Circuit reversed the district 

court’s grant of summary judgment, which found the 

claims of U.S. Patent Nos. 6,151,604 and 6,163,775 not 

patent eligible under 35 U.S.C. § 101. In reversing, the 

court held, among other rulings, that the claims were 

not directed to an abstract idea under the first step 

of the Alice test (Step 2A).3,4 The court explained that 

this first step “is a meaningful one” and “cannot sim-

ply ask whether the claims involve a patent-ineligible 

concept, because essentially every routinely patent-

eligible claim involving physical products and actions 

involves a law of nature and/or natural phenome-

non—after all, they take place in the physical world.” 

Rather, the inquiry must consider whether the claims’ 

“character as a whole is directed to excluded subject 
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claim directed to an improvement to computer-related 

technology (e.g., computer functionality) is likely not 

similar to claims that have previously been identified 

as abstract by the courts.

The Deputy Commissioner further makes mention of the more 

recently decided TLI Communications, where the Federal 

Circuit affirmed an order to dismiss, finding that the claims 

were directed to an abstract idea under the first step of the 

Alice test (Step 2A). The Deputy Commissioner explains that 

the Federal Circuit determined “steps of recording, adminis-

tration and archiving of digital images … to be directed to the 

abstract idea of classifying and storing digital images in an 

organized manner (Step 2A)” and found that performing the 

steps of “using a telephone unit and a server did not add sig-

nificantly more to the abstract idea because they were well-

understood, routine, conventional activities (Step 2B).”6 

The Deputy Commissioner concludes with the following 

instructions to examiners:

In summary, when performing an analysis of whether a 

claim is directed to an abstract idea (Step 2A), exam-

iners are to continue to determine if the claim recites 

(i.e., sets forth or describes) a concept that is similar 

to concepts previously found abstract by the courts. 

The fact that a claim is directed to an improvement in 

computer-related technology can demonstrate that the 

claim does not recite a concept to previously identified 

abstract ideas.

Conclusion
The Enfish decision and this recent USPTO Memo from Deputy 

Commissioner Bahr confirm that improvements in computer-

related technology are not always, by definition, abstract ideas 

under the first step of the Alice test. Thus, applicants may wish 

to consider identifying the improvement offered by the claimed 

invention and inquiring as to whether that improvement repre-

sents a specific improvement to the technology itself.

In a presentation on June 8 at the 2016 BIO International 

Convention (San Francisco, CA), Deputy Commissioner Bahr 

reviewed “Subject Matter Eligibility in the Life Sciences: 

Evolution of USPTO Guidance.” 

Most recently, in a USPTO Patent Quality Chat presented 

June 21, Deputy Commissioner Bahr discussed “Evaluating 

Subject Matter Eligibility” with respect to inventions in the life 

sciences area and improvements in computer-related tech-

nology in view of the Enfish decision.

In his recent presentations, the Deputy Commissioner sum-

marized the USPTO guidance to date and emphasized that the 

USPTO continues to welcome feedback from the public with 

an open-ended comment period. The Deputy Commissioner 

indicated that the USPTO continues to follow Federal Circuit 

decisions relating to subject matter eligibility and that addi-

tional decisions may continue to fill gaps. He also indicated 

that the USPTO’s focus is on improving the consistent appli-

cation of the guidance in the Patent Examining Corps, includ-

ing through continuing training programs for examiners.
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