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Main Provisions

The America Invents Act is the first major overhaul of
the U.S. patent system since 1952. It was signed into
law on September 16, 2011. The main changes to the
patent system can be grouped as follows:

l.  Move to a first-to-file system

Il. Post-grant proceedings

Ill. Other procedural changes

I\VV. Changes affecting patent litigation
V. Effective dates
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Post-grant proceedings

* Previously available proceedings

» EX parte reexamination (remains substantially the
same)

 Under America Invents Act

A. Inter partes review (replaces inter partes
reexam)

. Post-grant review (new)

B
C. Transitional post-grant validity review of certain
business method patents (new)
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Ex parte reexamination

* Problems:

 Petitioner uninvolved after initial request; no
right of appeal

 High percentage of claims allowed, at least in
amended form (90%)

» Patent comes out stronger

» Cannot be settled
« Benefits:
* Might invalidate claims
« Might delay litigation if the lawsuit is stayed
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Inter partes review

« Similarities with old inter partes reexamination:

« A petitioner may request review only under §§ 102 or 103

(novelty and obviousness) and only on the basis of patents
or printed publications

« Estoppel provisions as provided in inter partes
reexamination

* Does not allow for broadening of claims
« Changes from old inter partes reexamination:

* The time period when a request can be filed is limited to
the later of 9 months after the grant of a patent or after a
post-grant review is terminated

- Patent owner is allowed to file a preliminary response to
explain why the review should not go forward
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Inter partes review (cont’d)

Changes from inter partes reexamination (cont'd):

» Higher threshold: “reasonable likelihood that the
petitioner would prevail” v. “substantial new question
of patentability” effective September 16, 2011

* No review if petitioner has filed a civil action
challenging validity or if more than one year has
passed since the petitioner was served with a
complaint alleging infringement

* PTO has authority to stay, transfer, consolidate, or
terminate a related interference, reissue, or ex parte
reexamination
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Inter partes review (cont’d)

Changes from inter partes reexamination (cont'd):

» Allows limited discovery: depositions of withesses
on their written testimony and what is otherwise
necessary in interests of justice

» Gives new Patent Trial and Appeal Board (PTAB),
not the Central Reexamination Unit, the authority to
conduct inter partes reviews

* Appeal to the Federal Circuit
« Parties can settle and terminate
* |tis supposed to be fast
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Inter partes review (cont’d)

» Potential benefits to litigation strategy:
« Might be able to obtain stay of litigation while
review is pending

 Better forum for litigating validity defenses
(PTAB, instead of jury) — but how good will the
PTAB be?

* Lower burden of proof

(preponderance of evidence, instead of “clear
and convincing”)
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Inter partes review (cont’d)

» Potential negatives to litigation strategy:

Increased expense if case is not stayed, or
review fails

Estoppel effect

May delay resolution of case, particularly if
review fails

If patent owner has not sued you yet, review may
tell patent owner that you are worried about the
patent

Claims can be amended (narrowed)

]ONES
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Inter partes review (cont’d)

* Questions that may affect decision to bring inter
partes review:

Is the patent owner aware of you? Are you likely
to be sued?

Do you want quick resolution of litigation?
Do you have strong noninfringement defenses?

Is the patent in an area you definitely want to sell
products, or is it just an area you might want to
sell products?
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Should you use inter partes review as a
component of litigation strategy?

Case 1: strong invalidity defenses, strong
noninfringement defenses

Case 2: weak invalidity defenses, strong
noninfringement defenses

Case 3: strong invalidity defenses, weak
noninfringement defenses

Case 4: weak invalidity defenses, weak
noninfringement defenses

21
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Post-grant review

Similarities with inter partes review:
« Estoppel provision

* Allows a preliminary response by the patent owner
to explain why review should not go forward

« (Cannot be instituted if the petitioner has filed a civil
action challenging validity

* Handled by the PTAB with appeals to the Federal
Circuit
* May be settled

]ONES
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Post-grant review (cont’d)

Differences from inter partes review:
 Timing:
» Post-grant review: Within 9 months of issuance

 Inter-partes review: After the later of 9 months
from issuance or the termination of any post-grant
review

 Available arguments:

» Post-grant review: Any ground that can be raised
under § 282(b)(2)-(3) (includes any prior- art
reason and failure to comply with § 112)

 Inter-partes review: Prior-art patents and printed
publications ]ONES
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Post-grant review (cont’d)

Differences from inter partes review (cont'd):

Threshold for institution

« Post-grant review: “information presented in the petition, if
not rebutted, would demonstrate that it is more likely than
not that at least 1 of the claims challenged in the petition is
unpatentable”

* Inter partes review: “reasonable likelihood that the
requester would prevail”

Staying of preliminary injunction: If an action alleging
infringement is filed within 3 months of the grant of a patent, a
court cannot stay consideration of a patent owner’s motion for
preliminary injunction against infringement on the basis of the
filing of a post-grant review or the institution of such a
proceeding

Effective date: only applicable to applications filed on or ]ONES
after March 16, 2013 DAY
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Post-grant review (cont’d)

Less likely to be used after litigation is filed, because
post-grant review must be requested within 9
months of patent issuance

May be used the same way, in the same
circumstances, as EPO oppositions — but beware of

estoppell!!!
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Transitional post-grant validity review of
covered business method patents

* A “covered business method patent” is a “patent that
claims a method or corresponding apparatus for
performing data processing operations or other
operations utilized in the practice, administration or
management of a financial product or service,
except that the term shall not include patents for
technological inventions’

« The Act provides for a post-grant review proceeding
to determine the validity of these patents

» Eligible petitioners are entities who have been sued
for or charged with infringement of the patent

» Provision expires eight years after enactment ]ONES

31



EPAAHBERFIC O TOYTEIVA B
:\b,_" ‘_}) > F[
1% EJiJ[‘_f[:l/ l‘_’_ 7 —

© TRESNBED A AR, L SR -
F—EROFHE - TRl - BENZPBoh BT —
HEZDPIDHSERT S DI DI (LA,
TORRE VL — LT EHFTHIN - L -
PRI BI 2RI G 2 a0

 CREEPEY - 26 OFF DT Pk g BT 25
P bRl Ea—TRedEd s

© I AT 2 H I - I E R 2R
FEN S VEZ D2 IRETIT TS

o TR - S8 BT

JONES
DAY

32



Transitional review of business method
patents (cont’d)

Should you use this process as a component of
litigation strategy?

Answer:. Why not?

33
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Other procedural changes

A. Submission of prior art
B. Derivation proceedings
C. Supplemental examination

35
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Submissions of prior art

Pre-issue (during examination)

* Any third party can submit any patent, published
patent application, or other printed publication as
part of the pre-issuance examination of an
application if such submission is made before

* (a) a notice of allowance is mailed; or

* (b) the later of 6 months after application is
published, or the date of first rejection of any
claim during examination

]ONES
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Derivation proceedings
Initiated by patent applicant in USPTO (35 U.S.C. § 135)

An applicant may file a petition to institute a derivation
proceeding in the USPTO on grounds that the inventor of an
earlier patent application derived the claimed invention from an
inventor named in the petitioner’s application and, without
authorization, the earlier application was filed

Must be filed within the 1-year period beginning on the date of
the first publication of a claim to an invention that is the same
or substantially the same as the earlier application’s claim to
the invention

Must be supported by “substantial evidence”

Director determines whether a petition meets the standards
and then may institute a derivation proceeding — this
determination by the Director is final and nonappeable

The term “derived” is not defined

]ONES
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Derivation proceedings (cont’d)

Initiated by patentee in court (35 U.S.C. § 291)

* A patent owner may file a civil action against an
owner of another patent that claims the same
iInvention and has an earlier effective filing date if
the invention claimed in such other patent was
derived from the inventor of the invention claimed in
the patent owned by the person seeking relief

* Must be filed before the end of the 1-year period
beginning on the date of the issuance of the first
patent containing a claim to the allegedly derived
iInvention and naming an individual alleged to have
derived such invention as an inventor
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Supplemental examination

A patent owner can request supplemental examination to
consider, reconsider, or correct information believed to be
relevant to the patent

If the patent owner’s request raises “a substantial new question
of patentability,” a reexamination similar to existing ex parte
reexamination is instituted

The supplemental examination proceeding is an attempt to
minimize the effects of inequitable conduct allegations in
patent litigation

The Act allows the USPTO to cancel any claims if during
supplemental examination it becomes aware that a material
fraud on the USPTO may have been committed in connection
with the prosecution of the original patent
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Changes affecting patent litigation

Expanded prior commercial use defense
Limitations on joinder of parties

Restrictions on standing in false marking cases
Venue limitations in certain cases

No invalidity for failure to disclose best mode

Failure to obtain advice of counsel may not be used
to prove willfulness

nmoow>
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Expanded prior commercial use defense

* “Prior user” defense under 35 U.S.C. § 273 is
expanded to patents of any subject matter;
previously limited to business method patents

« “University exception” included, preventing assertion
of this defense against patents on inventions which,
at the time the invention was “made,” belonged to
universities and technology transfer organizations

* Applies to patents issued on or after date of
enactment of Act

]ONES
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Limitations on joinder of parties

 New 35 U.S.C. § 299 modifies the requirements for
joinder under Fed. R. Civ. P. 20(a)(2):

 Plaintiff must show that questions of fact common
to all defendants will arise in the action; common
questions of law alone are insufficient;

* An allegation that all defendants infringe the
same patent is no longer sufficient to justify suit
against multiple unrelated defendants

* Accused infringers may waive the requirement

» Joinder section is effective for civil actions
commenced on or after September 16, 2011
]@Wfs
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Venue limitations in certain cases

» Several sections of 35 U.S.C. have been amended
to specify that going forward civil actions brought
under these sections have to be filed in the United
States District Court for the Eastern District of
Virginia

* These provisions are 35 U.S.C. § 32 (Suspension or
exclusion from practice); § 145 (Civil action to obtain
patent); § 146 (Civil action in case of interference); §
154(b)(4)(A) (Provisional rights, Appeal of patent
term adjustment determination); and § 293
(Nonresident patentee; service and notice on
patentees not residing in the U.S.)

« Changes apply to cases filed on or after enactmei
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No invalidity for failure to disclose best mode

« 35 U.S.C. § 282 is amended to carve out the failure
to disclose the best mode from the other § 112-
based litigation defenses

* The Act does not eliminate the best-mode
requirement from § 112 for patent applications

« As a result, a patent applicant must disclose the
best mode to get a patent but seemingly cannot be
penalized for failing to do so once a patent is issued

« This section takes immediate effect, but only applies
to cases filed on or after the date of enactment
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Advice of counsel 35 U.S.C. § 298

» Failure to seek or produce advice of counsel no
longer may be used to prove willfulness or induced
infringement

* New § 298 codifies Federal Circuit case law that
there is no affirmative obligation for alleged
infringers to obtain advice of counsel. See Inre
Seagate Technology, LLC, 497 F.3d 1360 (Fed. Cir.
2007) (en banc) ; Knorr-Bremse Sys. v. Dana Corp.,
383 F.3d 1337 (Fed. Cir. 2004) (en banc)
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Contact

Calvin P. Griffith
Jones Day — Cleveland
+1.216.586.7050
cpgriffith@jonesday.com

Disclaimer
The views expressed by a speaker at the seminar or contained in this presentation material are those of such individual's
own, and do not reflect the views of the Firm. This presentation material is prepared for the sole purpose of explanation of
the subject matters of this seminar, and is not intended to provide, and should not be deemed to constitute, legal advice
on any specific facts or circumstances. This presentation material is protected by the copyright law, and may not

duplicated, quoted, modified, translated or distributed without the prior consent of the Firm.
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