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The Situation: The legal uncertainty surrounding patent subject matter eligibility under
Section 101 of the United States Code ("35 U.S.C. § 101") has been the subject of much
attention, as it has become difficult for stakeholders to determine what subject matter is
patent eligible, particularly in the area of computer software.

The Development: The U.S. Patent and Trademark Office ("USPTO") released new guidance
for patent subject matter eligibility that took effect on January 7, 2019.

Looking Ahead: The guidance will likely lead to more consistent results in patent
prosecution.

USPTO released guidance for patent subject matter eligibility under 35 U.S.C. § 101 that took
effect on January 7, 2019.

The guidance clarifies how patent examiners determine whether a claim is patent eligible under
the U.S. Supreme Court's Alice/Mayo test.

First, the guidance provides greater clarity as to what constitutes an "abstract idea." It
identifies the abstract idea exception as subject matter included in the following three
enumerated groupings:

 Mathematical concepts: Mathematical relationships, mathematical formulas or equations,
mathematical calculations;

¢ Certain methods of organizing human activity: Fundamental economic principles or practices
(including hedging, insurance, mitigating risk); commercial or legal interactions (including
agreements in the form of contracts, legal obligations, advertising, marketing or sales activities
or behaviors, business relations); managing personal behavior or relationships or interactions
between people (including social activities, teaching, and following rules or instructions); and

¢ Mental processes: Concepts performed in the human mind (including an observation,
evaluation, judgment, or opinion).

The guidance makes it clear to examiners that a claim

should not be treated as reciting an abstract idea unless it “
recites subject matter that falls under the enumerated

groupings. However, an examiner "in rare circumstances"

has the discretion to treat a claim as reciting an abstract The guidance makes it
idea e.ven when it does not fall within the enumerated clear to examiners that
groupings.

a claim should not be

Second, the guidance provides a two-prong test for treated as reciting an
evaluating if a claim is "directed to" a judicial exception.
This addresses step one of the patent eligibility
determination in the Alice/Mayo test, which USPTO calls recites subject matter
Step 2A. (See diagram below.) In Prong One of Step 2A, that falls under the

abstract idea unless it




the examiner determines if the claim recites a judicial
exception (i.e., a law of nature, a natural phenomenon, or
an abstract idea). If so, the examiner proceeds to Prong
Two of Step 2A. This requires the examiner to analyze ,,
whether the judicial exception is integrated into a practical

application. A claim that integrates a judicial exception into

a practical application is not directed to a judicial exception

and is patent eligible. The guidance provides several

illustrative examples of such integration:

enumerated groupings.

« An additional element reflects an improvement in the functioning of a computer, or an
improvement to other technology or technical field;

e An additional element that applies or uses a judicial exception to effect a particular
treatment or prophylaxis for a disease or medical condition;

¢ An additional element implements a judicial exception with, or uses a judicial exception in
conjunction with, a particular machine or manufacture that is integral to the claim;

e An additional element effects a transformation or reduction of a particular article to a
different state or thing; and

e An additional element applies or uses the judicial exception in some other meaningful way
beyond generally linking the use of the judicial exception to a particular technological
environment, such that the claim as a whole is more than a drafting effort designed to
monopolize the exception.

Furthermore, the guidance provides several examples in which a judicial exception has not
been integrated into a practical application:

+ An additional element merely recites the words "apply it" with the judicial exception, or
merely includes instructions to implement an abstract idea on a computer, or merely uses a
computer as a tool to perform an abstract idea;

« An additional element adds insignificant extra-solution activity to the judicial exception; and

e An additional element does no more than generally link the use of a judicial exception to a
particular technological environment or field of use.

The guidance emphasizes that in both prongs of the analysis at Step 2A, examiners should
exclude consideration of whether the additional elements represent well-understood, routine,
conventional activity. These factors only become relevant at Step 2B.

The procedure evaluates "integration" early on in Step 2A and specifically delays, until Step 2B,
the analysis of well-understood, routine, conventional activity.

The following diagram illustrates the procedure that the examiners should employ:
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